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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 
TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Trademark Application Serial No. 77/931,658 
For the Mark PAN AM & Design 
----------------------------------------------------------------X 
         : 
Gold Rush Brands, LLC,      : 
         : 
   Opposer,     : 
         :  

v. : Opposition No.: 91/197,005 
: 

Pan Am World Airways, Inc.,      : 
         : 
   Applicant     : 
----------------------------------------------------------------X 
 

QRRQUGTÓU"MEMORANDUM OF LAW  
IN OPPOSITION TO APPLICANTÓS MOTION TO DISMISS 

 
 Iqnf"Twuj"Dtcpfu."NNE"*ÐQrrqugtÑ+, respectfully submits this brief in opposition to the 

Motion to Dismiss served by Appnkecpv."Rcp"Co"Yqtnf"Cktyc{u."Kpe0"*ÐCrrnkecpvÑ+."qp"January 

17, 2012.1  Siorn{"rwv."CrrnkecpvÓu"oqvkqp"owuv"dg"fgpkgf"cpf" vjg"ecug"owuv"dg"rgtokvvgf" vq"

proceed to discovery because Opposer has satisfied the liberal pleading standard applicable in 

Dqctf"rtqeggfkpiu"d{"Ðuvcvkpi"c"encko"vjcv"ku"rncwukdng"qp"kvu"hceg0Ñ"Trademark Trial and Appeal 

Board Manual of Procedure *ÐVDORÑ+"¸"725024"*5rd Gf0"4233+0""CrrnkecpvÓu"ctiwogpvu" vq" vjg"

contrary are unavailing because they go to the merits of the underlying dispute.  Importantly, the 

merits are not at issue in adjudicating a Motion to Dismiss for failure to state a claim.  The only 

issue for the Board to determine at this time is whether Opposer has stated a proper claim for 

tgnkgh0" "Cu" ugv" hqtvj" dgnqy." vjg"VDOR" cpf" vjg" iqxgtpkpi" ecug" ncy"ocmg" engct" vjcv"QrrqugtÓu"

claim is proper.  Hence, the case should move forward without further delay.   

 
                                                 
1 Applicant served its Motion to Dismiss by First-Class Mail, so Opposer is permitted twenty (20) days to 
respond under 37 C.F.R. 2.119(c).   
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FACTUAL BACKGROUND 

 The allegations of the Amended Notice of Opposition state as follows: 

 Opposer is a corporation that owns broad rights to the PAN AM trademark 

internationally, including in Europe, Asia, South America, Canada and Mexico.  (Am. Not. Opp. 

¶ 1).  Applicant filed U.S. Trademark Application Serial No. 77/931,658 for the mark PAN AM 

("Fgukip"hqt"wug"kp"eqppgevkqp"ykvj"ugtxkegu"kp"KpvÓn"Encuu"5;"qp"Hgdtwct{"34."42320""*Id. ¶ 2).   

Opposer filed an application for the mark PAN AM & Design for use in connection with services 

kp"KpvÓn"Encuu"5;"qp"Hgdtwct{"3;."42320""*Id0"̨"5+0""""QrrqugtÓu"crrnkecvkqp"ycu"tglgevgf"rwtuwcpv"

vq"Ugevkqp"4*f+"qh"vjg"Ncpjco"Cev"d{"xktvwg"qh"CrrnkecpvÓu"crrnkecvkqp"hqt"RCP AM & Design.  

(Id. ¶ 3).     

 Applicant does not exist as a legal entity.  (Id. ¶ 4).   CrrnkecpvÓu"eqwpugn"jcu"eqphktogf"

this fact in submissions to the Board.  (Id. ¶ 4).   Applicant claims that Application Serial No. 

77/931,658 was filed in error and should have been filed in the name of another corporation.  (Id. 

¶ 5).    

 Opposer stated cu"kvu"uqng"itqwpf"hqt"tgnkgh"vjcv"ÐCrrnkecpv"ku"pqv"*cpf"ycu"pqv"cv"vjg"vkog"

of the filing of the instant application), the rightful owner of the instant application, and no valid 

grounds exist for amending the application.  As a result, the application should be declared void 

ab initio0Ñ""*Id. ¶ 9).    

PROCEDURAL HISTORY 

 Opposer commenced this proceeding by filing the original Notice of Opposition on 

October 20, 2010.  On November 24, 2010, Applicant filed a Motion to Amend the Application, 

and on December 22, 2010, Applicant filed a Motion to Stay the Proceedings pending the 
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DqctfÓu" twnkpi" qp" vjg"Oqvkqp" vq"Cogpf0" "  Qrrqugt" hkngf" c" dtkgh" kp" qrrqukvkqp" vq"CrrnkecpvÓu"

Movkqp"vq"Cogpf"qp"Fgegodgt"36."4232."cpf"eqpugpvgf"vq"CrrnkecpvÓu"Oqvkqp"vq"Uvc{0"" 

 On December 27, 2011, the Board issued a ruling deferring further consideration of 

CrrnkecpvÓu"Oqvkqp"vq"Uvc{"wpvkn"c"hkpcn"fgekukqp"qp"vjg"ogtkvu0" "D{"vjcv"ucog"qtfgt."vjg Board 

also, sua sponte, examined the nature and sufficiency of the allegations in the Notice of 

Opposition related to fraud and deceptiveness, and found them to be lacking.  As a result, the 

Board dismissed the Notice of Opposition, but gave Opposer time to file an amended pleading.  

ARGUMENT 

1. The Legal Standard for a Motion to Dismiss for Failure to  
Uvcvg"c"Encko"ku"Fgekfgfn{"kp"QrrqugtÓu"Hcxqt 

It is well settled that, in adjudicating a motion to dismiss for failure to state a claim, the 

pleading is to be afforded a liberal construction, all facts alleged are accepted as true, the non-

movant is given the benefit of every possible inference, and the test is whether Opposer has 

stated a claim for relief.  Indeed, according to the TBMP: 

A motion to dismiss for failure to state a claim upon which relief 
can be granted is a test solely of the legal sufficiency of a 
complaint.  In order to withstand such a motion, a complaint need 
only allege such facts as would, if proved, establish that the 
plaintiff is entitled to the relief sought, that is, that (1) the plaintiff 
has standing to maintain such a proceeding, and (2) a valid ground 
gzkuvu"hqt"fgp{kpi"vjg"tgikuvtcvkqp"uqwijv"È0""Vq"uwtxkxg"c"oqvkqp"
vq" fkuokuu." c" eqornckpv" Ðowuv" Ðuvcvg" c" encko" to relief that is 
rncwukdng"qp"kvu"hceg0Ñ" 
 
Therefore, a plaintiff served with a motion to dismiss for failure to 
state a claim upon which relief can be granted need not, and should 
not respond by submitting proofs in support of its complaint.  
Whether a plaintiff can actually prove its allegations is a matter to 
be determined not upon motion to dismiss, but rather at a final 
jgctkpi" "È" chvgt" vjg" rctvkgu" jcxg" jcf" cp" qrrqtvwpkv{" vq" uwdokv"
evidence in support of their respective positions. 
 
******************,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,Ó 
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Whenever the sufficiency of any complaint has been challenged by 
a motion to dismiss, it is the duty of the Board to examine the 
complaint it its entirety, construing the allegations therein so as to 
fq" lwuvkeg" È" vq" fgvgrmine whether it contains any allegations, 
which, if proved, would entitle the plaintiff to the relief sought. 
 

TBMP ¶ 503.02 (citing cases).2   Here, Opposer can satisfy both the requirements of standing 

and a valid ground for denying the registration sought.  

2. Opposer has Standing 

Ceeqtfkpi"vq"37"W0U0E0"¸"3285*c+."Ðcp{"rgtuqp"yjq"dgnkgxgu"vjcv"jg"yqwnf"dg"fcocigf"

d{"vjg"tgikuvtcvkqp"qh"c"octm"È"oc{"È"hkng"cp"qrrqukvkqp"È"uvcvkpi"vjg"itqwpfu"vjgtghqt"È0Ñ""

The issue of standing is not in dispute for purposes of this motion.  Opposer has alleged that it 

owns a U.S. Trademark Application that has been rejected pursuant to Section 2(d) of the 

Lanham Acv" dgecwug" qh" CrrnkecpvÓu" rtkqt" rgpfkpi" W0U0" Vtcfgoctm" Crrnkecvkqp" hqt" vjg" ucog"

mark.  (Am. Not. Opp. ¶¶ 2, 3).  Hence, Opposer has standing to bring and maintain this 

proceeding. 

3. Opposer Has Alleged a Proper Ground for Relief 

In order to state a claim, Opposer must plead a statutory ground for opposition.  Section 

309.03(c) of the TBMP sets forth a non-exhaustive list of available grounds for opposition, 

yjkej"kpenwfgu<"*9+"Ðvjcv"fghgpfcpv"ku"pqv"*cpf"ycu"pqv."cv"vjg"vkog"qh"vjg"hknkpi"qh"kvu"crrnkecvkqp"

fot"tgikuvtcvkqp+."vjg"tkijvhwn"qypgt"qh"vjg"tgikuvgtgf"octm0Ñ  This is the same claim (and in fact 

the very same language), that Opposer has stated in its Amended Notice of Opposition.  (Am. 

Not. Opp. ¶ 9).  In addition, the TBMP section referenced above sets forth a list of Board 

decisions that authorize this cause of action. (See TBMP § 309.03(c), n. 20).  These are the same 

                                                 
2 Qrrqugt"yknn"uwdokv"jgtgykvj"eqrkgu"qh"cnn"ekvgf"VDOR"ugevkqpu"hqt"vjg"DqctfÓu"gcug"qh"tghgtgpeg0""Cnn"
cases cited therein are incorporated by reference for purposes of this opposition.     
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cases that Opposer stated in its Notice of Opposition.3 (Am. Not. Opp. ¶ 8).  Because Opposer 

has alleged sufficient facts to support a valid claim for relief Î facts which must be accepted as 

true for purposes of this motion Î CrrnkecpvÓu"oqvkqp"vq"fkuokuu"owuv"dg"fgpkgf0"" 

CONCLUSION 

 For the reasons stated herein, Opposer respectfully requests that the Board deny 

CrrnkecpvÓu"Oqvkqp"vq"Fkuokuu."cnd for such other and further relief as the Board deems just and 

proper.   

 
Dated: February 6, 2012     
 

Respectfully submitted, 
Gold Rush Brands, LLC 

 
       By:     /s/ 

        Edmund J. Ferdinand, III, Esq. 
               Jeffers Cowherd P.C. 
               55 Walls Drive 
               Fairfield, CT 06824 
               (203) 259-7900 
              Jferdinand@jeffers-law.com  
 
  

                                                 
3 Applicant seeks to distinguish these cases and additional case authority cited in the Amended Notice of 
Qrrqukvkqp"tgncvgf"vq"CrrnkecpvÓu"tkijv"vq"cogpf"kvu"Vtcfgoctm"Crrnkecvkqp"*see App. Memo of Law at 6-
7), but all such arguments relate to the merits of the underlying case and, therefore, are not appropriate for 
consideration for purposes of this motion to dismiss.    
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CERTIFICATE OF SERVICE AND FILING 
 

 The undersigned certifies that a copy of this Response was served on the Applicant on 

this 6th day of February, 2012 by sending a copy of the document in an envelope via U.S. mail, 

First Class, addressed to the ApplicantÓu"eqwpugn: 

 
Robert B. Culliford, Esq. 

General Counsel 
Pan Am Railways 

1700 Iron Horse Park 
Billerica, MA 01862 

 
and further certifies that the aforementioned papers were filed with the Board on the date 

kpfkecvgf"cdqxg"xkc"vjg"DqctfÓu"qp-line computer filing system. 

 

       ________/s/___________________ 
Edmund J. Ferdinand, III 














































